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DETAILED ACTION 

Claims 1-30 are pending in tliis application. 

Drawings 

The drawing(s) filed under 37 CFR 1 .184 or 1 .152 are accepted by the examiner. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on March 23, 2006 and 
July 19, 2006 was noted and the submission is in compliance with the provisions of 37 
CFR 1 .97. Accordingly, the examiner has considered the information disclosure 
statement. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Applicants use the phrase "greater than or equal to" in the 
claims when describing UV protection factor. It is unclear to the examiner if it is "greater 
than" or "equal to" are the intended values. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 18-20, 23-25 and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Jenl^ins (US 5,352,457). 

Jenkins discloses in Figure 1, a transdermal device comprising a backing 
adjacent to an adhesive layer. Column 5, lines 32-36 teach examples of materials that 
can be used as the backing layer such as metallized polyester laminate. Applicant 
claims In claim 1 , that the patch is used for "reducing exposure to ultraviolet (UV) 
radiation". The examiner views this recitation as intended use language in a 
composition claim. With respect to the intended use in a claim for a composition, a 
statement of Intended use Is of little patentable weight unless It specifically alters one or 
more Ingredients of said composition. In re Madder et al. 143 USPQ 248. Although 
Jenkins is silent with respect to one of the layers being opaque to UV radiation it the 
position of the examiner that this limitation is met. It is widely known that metals reflect 
visible light as well as UV radiation. Therefore, because the backing layer comprise 
metal the limitation is inherent. 

Claims 1-5, 18-20, 23-25 and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Farinas et al. (US 5,906,830). 
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Farinas et al. (Iiereafter Farinas) disclose in Figure 1, a transdermal device 
comprising a backing adjacent to an adhesive layer. Column 8, line 59 through column 
9, line 15 teach examples of materials that can be used as the backing layer. It is 
taught that the backing layer can be metallized. Applicant claims in claim 1 , that the 
patch is used for "reducing exposure to ultraviolet (UV) radiation". The examiner views 
this recitation as intended use language in a composition claim. With respect to the 
intended use in a claim for a composition, a statement of intended use is of little 
patentable weight unless it specifically alters one or more ingredients of said 
composition. In re Madder et al. 143 USPQ 248. Although Farinas is silent with respect 
to one of the layers being opaque to UV radiation it the position of the examiner that this 
limitation is met. It is widely known that metals reflect visible light as well as UV 
radiation. Therefore, because the backing layer comprise metal the limitation is 
inherent. 

Claims 1-5, 16-21, 23-26 and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Banerjee (US 4,692,462). 

Banerjee discloses in Figures 3-5, a transdermal device comprising a backing 
adjacent to an adhesive layer. Column 3, lines 39-44 teach examples of materials that 
can be used as the backing layer such as aluminum foil. Column 3, lines 47-48 also 
disclose that the drug composition of the patch can be permitted to cool and gel or 
solidify. Applicant claims in claim 1 , that the patch is used for "reducing exposure to 
ultraviolet (UV) radiation". The examiner views this recitation as intended use language 
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in a composition claim. With respect to the intended use in a claim for a composition, a 
statement of intended use is of little patentable weight unless it specifically alters one or 
more ingredients of said composition. In re Madder et al. 143 USPQ 248. Although 
Banerjee is silent with respect to one of the layers being opaque to UV radiation it the 
position of the examiner that this limitation is met. It is widely known that metals reflect 
visible light as well as UV radiation. Therefore, because the backing layer comprise 
metal the limitation is inherent. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 6-15, 22 and 27-29 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Jenkins (US 5,352,457) or Farinas et al. (US 5,906,830) or 
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Banerjee (US 4,692,462) in view of Edwards et al. (US 6,037,280) and Woods (WO 
02/059407). 

Applicant claims a patch comprising a first layer that is adhesive and a second 
layer comprising a material adjacent to the first layer, wherein at least one of the first 
and second layers is opaque to UV radiation. 

Determination of f/ie scope and content of f/ie prior art 
(MPEP §2141.01) 

Jenkins discloses In Figure 1, a transdermal device comprising a backing 
adjacent to an adhesive layer. Column 5, lines 32-36 teach examples of materials that 
can be used as the backing layer such as metallized polyester laminate. 

Farinas disclose in Figure 1 , a transdermal device comprising a backing adjacent 
to an adhesive layer. Column 8, line 59 through column 9, line 15 teach examples of 
materials that can be used as the backing layer. It is taught that the backing layer can 
be metallized. 

Banerjee discloses in Figures 3-5, a transdermal device comprising a backing 

adjacent to an adhesive layer. Column 3, lines 39-44 teach examples of materials that 
can be used as the backing layer such as aluminum foil. Column 3, lines 47-48 also 
disclose that the drug composition of the patch can be permitted to cool and gel or 
solidify. 
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Ascertainment of the difference between the prior art and the claims 
(MPEP §2141.02) 

Jenkins, Farinas or Banerjee do not disclose tine addition of a UV radiation 
blocl<ing agent or calendering the blocking agent or the shape of the patch being 
circular. It is for this that Edwards et al. and Woods are joined. 

Edwards teaches the use of UV blocking particles on fabrics for the purpose of 
deflecting, reflecting, absorbing and/or scattering ultraviolet rays (col. 2, lines 10-15). 
Column 2, lines 34-51 disclose examples of the UV blocking particles, including metal 
oxides and it salts. 

Woods teaches a method for calendering fabrics for improving the performance 
of UV blocking agents. 

Finding of prima facie obviousness 
Rational and Motivation (MPEP §2142-2143) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the teachings of Edwards and Woods in the invention of 
Jenkins, Farinas or Banerjee to arrive at the claimed Invention. As mentioned above 
Jenkins, Farinas or Banerjee teaches the patch as claimed with the addition of the UV 
blocking agent or calendering the patch. The addition of an UV blocking agent would 
have been obvious to one of ordinary skill in the art as an additional means of blocking 
the harmful effects of UV radiation. It would have been within the skill of one in the art 
after the addition of additional UV protection, to improve the performance. To do so one 
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could look to the teachings of Woods. With respect to the shape of the patch, one of 
ordinary skill in the art could design the patch in any manner that would suit the purpose 
of the patch, which could include the shape of the patch. 

Conclusion 

Claims 1-30 are rejected. 

Telephone Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Konata M. George, whose telephone number is 571- 

272- 0613. The examiner can normally be reached from 8:00AM to 6:30PM Monday to 
Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter, can be reached at 571-272-0646. The fax phone 
numbers for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.qov . Should 
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you have question on access to tine Private Pair system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Konata M. George 
Patent Examiner 
Art Unit 1616 

/Johann R. Richter/ 

Supervisory Patent Examiner, Art Unit 1616 



